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Attorney Docket No.: 129597.0102 

REMARKS 

I. Introduction 

The Office Action mailed July 11, 2008, has been carefully considered. The present 
Amendment is intended to be a complete response thereto and to place the case in condition for 
allowance. 

II. Status of Claims 

Claims 1-38 are pending. Claims 10-19 and 21-38 have been withdrawn from 
consideration by the Examiner as being drawn to non-elected inventions. Claim 1 has been 
amended. Support for the amendment is found, inter alia, in on page 4, last full paragraph, and 
page 7, last full paragraph. 

III. Summary of the Office Action 

In the office action, the Examiner rejects 

1) claims 1-9 and 20 on the ground of non-statutory obviousness-type double 
patenting as being unpatentable over co-pending U.S. Patent Application Serial 
No. 10/506,575; and 

2) claims 1-2 under 35 U.S.C. § 102(b) as being anticipated by Karuza et al. 
(Journal of Pharmaceutical and Biomedical Analysis 15:419-422, 1996). 

IV. Arguments 

Applicants respectfully traverse the rejections for the following reasons: 
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A. The Double Patenting Rejection Should be Held in Abeyance 

Claims 1-9 and 20 stand provisionally rejected on the ground of non-statutory 
obviousness-type double patenting as being unpatentable over claims 1-6, 12-15, 19-21, and 25 
co-pending U.S. Patent Application Serial No. 10/506,575. Because this is a provisional 
rejection, Applicants respectfully request that this rejection be held in abeyance until one of the 
applications issues as a patent. At that time, Applicants will substantively address the rejection. 

B. The Claims Are Not Anticipated 

Claims 1-2 stand rejected under 35 U.S.C. § 102(b) as being anticipated by Karuza et al. 
(Journal of Pharmaceutical and Biomedical Analysis 15:419-422, 1996). Applicants respectfully 
traverse the rejection. 

To anticipate a claim, the reference must teach every element of the claim. See MPEP § 
2131. 'A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." Verdegaal Bros. v. 
Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). "The 
identical invention must be shown in as complete detail as is contained in the ... claim." 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). 
The elements must be arranged as required by the claim, but this is not an ipsis verbis test, i.e., 
identity of terminology is not required. In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 
1990). 

Karuza et al. fail to anticipate the present invention, because the reference fails to teach 
every element of the claimed invention. In particular, Karuza et al. fail to disclose an extracting 
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step to produce "an extract of polar phytochemicals selected from the group consisting of 
pyrrolidine, piperidine, pyrrolizidine, indolizidine, tropane, and nortropane alkaloids" as recited 
in claim 1 . 

Karuza et al. disclose a method to determine the contents of camphor and menthol in a 
herbal drug (see page 419). The method involves adding the herbal drug to methanol and an 
internal standard solution, shaking the mixture, and letting the mixture stand for 30 minutes (see 
page 420). Samples are then taken from "the upper clear methanolic layer" for chromatography 
(see page 420). This "methanolic layer" contains camphor and menthol. However, the reference 
fails to disclose "polar phytochemicals selected from the group consisting of pyrrolidine, 
piperidine, pyrrolizidine, indolizidine, tropane, and nortropane alkaloids." Neither camphor nor 
menthol is a polar phytochemical recited in the present claims. The polar phytochemicals of the 
present claims are alkaloids containing specific nitrogenous cyclic groups, which are not 
disclosed by Karuza et al. The reference disclose only camphor and menthol. Therefore, the 
Karuza et al. do not anticipate the present invention within the meaning of 35 U.S.C. § 102, 
because they do not teach every element of the claimed invention. 

V. Conclusion 

Applicants have responded to the Office Action mailed July 11, 2008. All pending 
claims are now believed to be allowable and favorable action is respectfully requested. 

In the event that there are any questions relating to this Amendment or to the application 
in general, it would be appreciated if the examiner would telephone the undersigned attorney 
concerning such questions so that the prosecution of this application may be expedited. 
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Please charge any shortage or credit any overpayment of fees to BLANK ROME LLP, 
Deposit Account No. 23-2185 (129597.0102). In the event that a petition for an extension of 
time is required to be submitted herewith and in the event that a separate petition does not 
accompany this response, Applicants hereby petition under 37 C.F.R. 1.136(a) for an extension 
of time for as many months as are required to render this submission timely. 

Any fees due are authorized above. 

Respectfully submitted, 



Date: November 4, 2008 By: /Charles R. Wolfe, Jr./ 

Charles R. Wolfe, Jr. 
Registration No. 28,680 



BLANK ROME LLP 
Watergate 

600 New Hampshire Avenue, NW 
Washington, DC 20037 
Telephone: 202-772-5800 
Facsimile: 202-572-1400 
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